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EXAMINER'S ANSWER 



This is in response to the appeal brief filed 13 January 2004. 



(2) 



Real Party in Interest 

A statement identifying the real party in interest is contained in the brief. 
Related Appeals and Interferences 
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A statement identifying the related appeals and interferences which will directly 
affect or be directly affected by or have a bearing on the decision in the pending appeal 
is contained in the brief. 

The statement of the status of the claims contained in the brief is correct, 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct, 

(5) Summary of Invention 

The summary of invention contained in the brief is correct. 

The appellant's statement of the issues in the brief is correct. 
(7) Grouping of Claims 

The appellant's statement in the brief that certain claims do not stand or fall 
together is not agreed with because the Appellant has failed to explain why the claims 
each group are believed to be separately patentable. As stated in MPEP § 1206, if an 
appealed ground of rejection applies to more than one claim and appellant considers 
the rejected claims to be separately patentable, 37 CFR 1 .192(c)(7) requires appellant 
to state that the claims do not stand or fall together, and to present in the appropriate 
part or parts of the argument under 37 CFR 1 . 1 92(c)(8) the reasons why they are 
considered separately patentable. The absence of such a statement and argument is a 
concession by the applicant that, if the ground of rejection were sustained as to any one 
of the rejected claims, it will be equally applicable to all of them. 37 CFR 1 .192(c)(7) is 
consistent with the practice of the Court of Appeals for the Federal Circuit indicated in 
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such cases as In re Young. 927 F.2d 588, 18 USPQ2d 1089 (Fed. Cir. 1991); In re 
NIelson, 816 F.2d 1567, 2 USPQ2d 1525 (Fed. Cir. 1987); In re King. 801 F.2d 1324, 
231 USPQ 136 (Fed. Cir. 1986); and In re Sernaker. 702 F.2d 989, 217 USPQ 1 (Fed. 
Cir. 1983). 37 CFR 1.192(c)(7) requires the inclusion of reasons in order to avoid 
unsupported assertions of separate patentability. The reasons may be included in the 
appropriate portion of the "Argument" section of the brief. 

Therefore claims 1 -1 8 stand or fall together and claims 1 9-20 stand or fall 
together. 

(8) Claims Appealed 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(9) Prior Art of Record 

5,970.464 APTEETAL.. 10-1999 

5,692,107 DIMOUDIS ETAL. 11-1997 

(10) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Rejections - 35 USC § 102 

1 . Claims 1 9 and 20 are rejected under 35 U.S.C. 1 02(e) as being anticipated by 
Apteetal. (5.970.464). 

(A) As per claim 19, Apte discloses a method of at least one of managing and 
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providing consultation for financial decisions, said method comprising at least one of generating, 
transmitting, receiving, and forwarding a report executed by a computer, said computer having 
executed a program of instructions (Apte; col, 3, lines 2-5; note the kernel is software which may 
be written in C-H-, therefore are program instructions executable by the machine ) to perform 
method steps for constructing segmentation-based models that satisfy constraints on the 
statistical properties of the segments, the methods steps comprising: 

(1) presenting a collection of training data records comprising 
examples of input values that are available to the model together with the 
corresponding desired output value(s)4hat the model is intended to predict; 
(Apte; col. 3, lines 20-33 and col. 4, lines 17-27; the examiner interprets 
"data in data warehouse" as "input values that are available to the model" 
and "pure premium characteristics" as "desired output values that the 
model is intended to predict" ) 

(2) based on said training data, automatically generating on said 
computer, a plurality of segment models, that together comprise an overall 
model, wherein each segment model is associated with a specific segment 
of the training data (Apte; col. 4, lines 17-27), the step of generating 
comprising performing optimization steps comprising: 



a) generating alternate training data segments and associated 
segment models; (Apte; col. 4, lines 33-40) 
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b) evaluating at least one generated segment to determine whether 
it satisfies at least one statistical constraint (Apte; col. 4, lines 
28-33; the examiner interprets " actual pure premium" as a 
"statistical constraint." ) ; and 

c) selecting a final plurality of segment models and associated 
segments fi-om among the alternates evaluated that satisfy at 
least one of said statistical constraints (Apte; col. 4, lines 33-36; 
The examiner interprets "fine tuning the eligibility criteria for 
the product, until the segments that that are dragging the overall 
costs down are satisfactorily removed" as "selecting a final 
plurality of segments that have satisfactory evaluations.") 

(B) As per claim 20, Apte teaches wherein said model relates to an insurance risk 
model, said at least one statistical constraint comprises an actuarial credibility constraint, and 
said financial decision relates to at least one of a price structure for insurance poUcies and a 
policyholder profitability. 

Claim Rejections - 35 USC § 103 

2. Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Apte et al (5,970,464) in view of Simoudis et al. (5,692,107). 



(A) As per claim 1, Apte discloses a computer implemented system comprising 
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program instructions executable by the machine (Apte; col. 3, lines 2-5; note the kernel is 
software which may be written in C-H-, therefore are program instructions executable by the 
machine ) to perform method steps for constructing segmentation-based models that satisfy 
constraints on the statistical properties of the segments, the methods steps comprising: 

(1) presenting a collection of training data records comprising 
examples of input values that are available to the model together with the 
corresponding desired output value(s) that the model is intended to predict; 
(Apte; col. 3, lines 20-33 and col. 4, lines 17-27; the examiner interprets 
"data in data warehouse" as "input values that are available to the model" 
and "pure premium characteristics" as "desired output values that the 
model is intended to predict" ) 

(2) generating on the basis of the training data a plurality of segment 
models, that together comprise an overall model, wherein each segment 
model is associated with a specific segment of the training data (Apte; col. 
4, lines 17-27), the step of generating comprising performing optimization 
steps comprising: 



a) generating alternate training data segments and associated 
segment models; (Apte; col. 4, lines 33-40) 

b) evaluating at least one generated segment to determine whether 
it satisfies at least one statistical constraint (Apte; col. 4, lines 
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28-33; the examiner interprets " actual pure premium" as a 
"statistical constraint." ) ; and 
c) selecting a final plurality of segment models and associated 
segments fi"om among the alternates evaluated that satisfy at 
least one of said statistical constraints (Apte; col. 4, lines 33-36; 
The examiner interprets "fine tuning the eligibility criteria for 
the product, until the segments that that are dragging the overall 
costs down are satisfactorily removed" as "selecting a final 
plurality of segments that have satisfactory evaluations.") 
Apte fails to expressly disclose "a program storage device readable by a 
machine, tangibly embodying a program of instructions" in the preamble. However, this feature 
is old and well known in the art as evidenced by Simoudis's teachings with regards to a program 
storage device readable by a machine, tangibly embodying a program of instructions (Simoudis; 
col. 3, line 49-col. 4, line 15). It is respectfully submitted, that it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to expand Apte's 
computer-implemented method of underwriting profitability analysis to include this limitation, as 
taught by Simoudis, with the motivation of providing means for storage and retrieval of program 
data and instruction to be used at a later time. 

(B) As per claim 2, Apte discloses a computer implemented system comprising 
program of instructions executable by the machine (Apte; col. 3, lines 2-5; note the kemel is 
software which may be written in C-H-, therefore are program of instructions executable by the 
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machine ) to perform method steps for constructing segmentation-based models that satisfy 
constraints on the statistical properties of the segments, the methods steps comprising: 
(1) presenting a collection of training data records comprising 
examples of input values that are available to the model together with the 
corresponding desired output value(s) that the model is intended to predict 
(Apte; col. 3, lines 20-33 and col. 4, lines 17-27; the examiner interprets 
"data in data w^arehouse" as "input values that are available to the model" 
and "pure premium characteristics" as "desired output values that the 
model is intended to predict"); 



(2) generating, on the basis of the training data a plurality of segment 
models, that together comprise an overall model, wherein each segment 
model is associated with a specific segment of the training data (Apte; col. 
4, lines 17-27), the step of generating comprising performing optimization 
steps comprising: 

a) generating alternate training data segments and associated 
segment models using statistical constraints to guide the 
construction of the data segments in a closed-loop fashion so as 
to ensure that the resulting data segments satisfy the statistical 
constraints; (Apte; col. 4, lines 28-39; The examiner interprets 
"actual pure premiums" as a "statistical constraint." The 
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examiner also interprets the generating as being done in "a 
closed loop fashion," because the statistical constraint, "actual 
pure premium," is part of the eligibility criteria which is 
evaluated and then used to regulate the construction of 
potential segments (Apte; col. 4, lines 8-16) 
b) selecting a final plurality of segment models and associated 
segments fi:om among the altemates generated (Apte; col, 4, 
lines 33-36; The examiner interprets "fine tuning the eligibility 
criteria for the product, imtil the segments that that are dragging 
the overall costs down are satisfactorily removed" as "selecting 
a final plurality of segments fi-om among the altemates 
generated.") 

Apte fails to expressly disclose "a program storage device readable by a machine, 
tangibly embodying a program of instructions" in the preamble. However, this feature is old and 
well known in the art as evidenced by Simoudis's teachings with regards to a program storage 
device readable by a machine, tangibly embodying a program of instmctions (Simoudis; col. 3, 
Une 49-col. 4, line 15). It is respectfully submitted, that it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to expand Apte's computer- 
implemented method of underwriting profitability analysis to include this limitation, as taught by 
Simoudis, with the motivation of providing means for storage and retrieval of program data and 
instruction to be used at a later time. 
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(C) As per claim 3, Apte discloses a computer implemented system comprising 
program instructions executable by the machine (Apte; col 3, lines 2-5 and col. 4, lines 17-27; 
note the kemel is software which may be written in C-H-, therefore are program instructions 
executable by the machine ) to perform method steps for constructing segmentation-based 
models that satisfy constraints on the statistical properties of the segments, the methods steps 
comprising: 

(1) presenting a collection of training data records comprising 
examples of input values that are available to the model together with the 
corresponding desired output value(s) that the model is intended to predict; 
(Apte; col. 3, lines 20-33 and col. 4, lines 17-27; the examiner interprets 
"data in data warehouse" as "input values that are available to the model" 
and "pure premium characteristics" as "desired output values that the 
model is intended to predict") 

(2) generating, on the basis of the training data a plurality of segment 
models, that together comprise an overall model, wherein each segment 
model is associated with a specific segment of the training data (Apte; col. 
4, lines 17-27), the step of generating comprising performing optimization 
steps comprising: 

a) generating alternate training data segments and associated 
segment models; (Apte; coL 4, lines 33-40) 
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b) adjusting the alternate pluralities so that the resulting data 
segments satisfy the statistical constraints (Apte; col. 4, lines 
28-39; The examiner interprets "actual pure premiums" as a 
"statistical constraint" and "fine tuning" as a form of 
"adjusting") 

Apte fails to expressly disclose "a program storage device readable by a machine, 
tangibly embodying a program of instructions" in the preamble. However, this feature is old and 
well known in the art as evidenced by Simoudis's teachings with regards to a program storage 
device readable by a machine, tangibly embodying a program of instructions (Simoudis; col. 3, 
line 49-col. 4, line 15). It is respectfully submitted, that it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to expand Apte's computer- 
implemented method of underwriting profitability analysis to include this limitation, as taught by 
Simoudis, with the motivation of providing means for storage and retrieval of program data and 
instruction to be used at a later time. 

(D) As per claim 4, Apte discloses a computer implemented system comprising 
program instructions executable by the machine (Apte; col. 3, lines 2-5; note the kernel is 
software which may be written in C-H-, therefore are program instructions executable by the 
machine ) to perform method steps for constructing segmentation-based models of insurance 
risks, the methods steps comprising: 

(1) presenting a collection of training data comprising examples of 
historical policy and claims data; (Apte; col. 3, lines 6-19) 
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(2) generating on the basis of the training data a plurality of segment 
models, that together comprise an overall model, wherein each segment 
model is associated with a specific segment of the training data (Apte; coL 
4, lines 17-27), the step of generating comprising performing optimization 
steps comprising: 

a) generating altemative pluralities of segment models; (Apte; 
col. 4, lines 33-40) 

b) comparing said altemative pluralities of segment models using 
statistical likelihood scores based on statistic models of 
insurance risk, (Apte; col. 4, lines 28-33; The examiner 
interprets "estimated pure premiums" as forms of "statistical 
likelihood scores based on statistical models of insurance risk" 
) 

c) selecting a final plurality of segment models and associated 
segments from among the alternates generated so as to 
optimize aggregate statistical likelihood scores for the pliu-ality 
(Apte; col. 4, lines 33-36; The examiner interprets "fine tuning 
the eligibility criteria for the product, until the segments that 
that are dragging the overall costs down are satisfactorily 
removed" as "selecting a final plurality of segments form 



Application/Control Number: 09/302.154 Page 13 

Art Unit: 2144 

among the alternates generated as to optimize aggregate 
statistical likelihood scores for the plurality.") 
Apte fails to expressly disclose "a program storage device readable by a machine, 
tangibly embodying a program of instructions" in the preamble and fails to expressly disclose the 
alternative pluraUties of segment models are generated in one of a top-down fashion and a 
bottom-up fashion. However, this feature is old and well known in the art as evidenced by 
Simoudis's teachings vnth regards to a program storage device readable by a machine, tangibly 
embodying a program of instructions (Simoudis; col. 3, line 49-coL 4, line 15) and generating 
altemative pluralities of segment models in one of a top-down fashion and a bottom-up fashion 
(Simoudis; abstract). It is respectfully submitted, that it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to expand Apte's computer- 
implemented method of underwriting profitability analysis to include these limitations, as taught 
by Simoudis, with the motivation of creating reliable predictive models using data mining across 
multiple and diverse databases (Simoudis; col. 2, lines 1-3). 

(E) As per claim 5, Apte teaches wherein said evaluating at least one generated 
segment to determine whether it satisfies at least one statistical constraint comprises: 

performing a test whose outcome is not equivalent to a comparison between, on the one 
hand, the number of training records of at least one species of training records belonging to the 
segment and, on the other hand, a numerical quantity that may depend on the combination of 
species of training records being considered but that is otherwise constant for all generated 
segments that are evaluated (Apte; col. 4, lines 28-40; the examiner interprets the "what-if 
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scenario analysis" as a from of "test whose outcome is not equivalent to a comparison between, 
on the one hand, the number of training records of at least one species of training records 
belonging to the segment and, on the other hand, a numerical quantity that may depend on the 
combination of species of training records being considered but that is otherwise constant for all 
generated segments that are evaluated.") 

(F) As per claims 6, 9, and 10, Apte teaches wherein said statistical constraint comprises at least 
one constraint on a statistical estimation error of the corresponding segment model (Apte; col. 3, 
line 60-coL 4, line 7). 

(G) As per claim 7, Apte teaches wherein said model relates to an insurance risk model and said 
at least one statistical constraint comprises an actuarial credibility constraint (Apte; col. 1, lines 
53-59, col. 3, lines 35-53, and col. 3, line 60-coL 4, line 7). 

(H) As per claim 8, Apte teaches wherein each said generated segment is evaluated using a 
statistical constraint based on a threshold calculated for that generated segment on statistical 
properties of claim amounts in said generated segment (Apte; col. 3, lines 35-53 and col. 4, Unes 
28-47). 

(I) As per claims 1 1-13, Apte teaches wherein said generating alternate training 

data segments and segment models comprises splitting larger data segments into smaller data 
segments (Apte; col. 4, lines 17-27). 
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(J) As per claim 14, Apte discloses an apparatus comprising: 

(1) a receiver to receive a collection of training data records 
comprising examples of input values that are available to the model 
together with the corresponding desired output value(s) that the model is 
intended to predict; (Apte; col. 3, lines 20-33 and col. 4, lines 17-27; the 
examiner interprets "data in data warehouse" as "input values that are 
available to the model" and "pure premium characteristics" as "desired 
output values that the model is intended to predict" ) 

(2) a calculator to generate, on the basis of the training data a plurality 
of segment models, that together comprise an overall model, wherein each 
segment model is associated with a specific segment of the training data 
(Apte; col. 4, lines 17-27), the step of generating comprising performing 
optimization steps comprising; 

a) generating alternate training data segments and associated 
segment models; (Apte; col. 4, lines 33-40) 

b) evaluating at least one generated segment to determine whether 
it satisfies at least one statistical constraint (Apte; col. 4, lines 
28-33; the examiner interprets " actual pure premium" as a 
"statistical constraint." ) ; and 
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c) selecting a final plurality of segment models and associated 
segments from among the alternates evaluated that satisfy said 
statistical constraints (Apte; col. 4, lines 33-36; The examiner 
interprets "fine tuning the eligibility criteria for the product, 
until the segments that that are dragging the overall costs dovm 
are satisfactorily removed" as "selecting a final plurality of 
segments that have satisfactory evaluations.") 
(K) As per claim 15, Apte teaches wherein said model relates to an insurance risk model and 
said at least one statistical constraint comprises an actuarial credibility constraint (Apte; col. 1, 
lines 53-60, col. 3, line 60-col. 4, line 7, and col. 4, lines 28-40). 

(L) Method claims 16-18 repeat the subject matter of system claims 1, 6, and 7, as a series of 
steps rather than a set of apparatus elements. As the underlying structure of claims 1, 6, and 7 
has been shown to be fully disclosed by the teachings of Apte and Simoudis in the above 
rejections of claims 1, 6, and 7, it is readily apparent that the system disclosed by Apte and 
Simoudis include the steps to perform these functions. As such, these limitations are rejected 
for the same reasons given above for system claims 1, 6, and 7, and incorporated herein, 
(11) Response to Argument 

(A) On pages 4-5 of Appellant's brief Appellant argued as best understood from the 
Examiner's discussion in the Advisory Action of record, the Examiner considers that Apte would 
inherently teach a medium containing computer instructions, therebv seemingly alleging that 
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Apte actually anticipates all claims 1-20 and that Simoudis is actually not even necessary, in 
reference to claims 1-20. 

In response, it is respectfully noted that the Examiner never stated that Apte would 
inherently teach a medium containing instructions, in the Advisory Action of record or for that 
matter in any Office Action of record. The Examiner has not stated any feature of Appellant's 
claimed invention is inherent. In fact, it is respectfully submitted, that claims 1-18 were rejected 
under 35 U.S.C. § 103 specifically because in spite of Apte's invention being implemented on a 
computer, Apte failed to expressly teach a computer readable medium and the Examiner 
provided the Simoudis reference to show that such features are well-known in the art. 

It appears that the Appellant's basis for such an assertion is the Examiner's following 
statements in the last Advisory Action of record: "in fact, as shown on pages 9 and 10 of 
Applicant's response, a "computer-implemented method" inherently possesses "means of storage 
and retrieval of program data and instruction to be used at a later time." As such, the Applicant 
even admits that the use of a computer-readable medium in a software operated system, such as 
Apte, is well within the reach of a skilled artisan." Therefore, it appears the Appellant has 
confused the Examiner's position with a claim made by the Appellant in a prior response by the 
Appellant. The Examiner had provided these statements made by the Appellant in response to 
Appellant's assertion the Simoudis changed the principle operation of Apte, The Examiner 
explained that if the Appellant believed that such a feature (i.e., computer-readable medium 
containing instruction) was inherent in Apte, it was contradictory to argue how combing the 
same feature as taught by Simoudis would change the principle operation of Apte. 
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(B) On pages 6-7 of Appellant's brief. Appellant argued that the Examiner has improperly 
imported into the plain meaning of the claims that the language recites a user's inputs or 
contribution, in reference to claims 1-20. 

In response, it is first respectfully noted that the Appellant has not provided any 
limitations in claims 1-20 that limit the recited steps to be done electronically or automatically 
without any manual intervention. In fact the section of the MPEP cited by Appellant (§2111), 
directly addresses the issue at hand. The sections states "Applicant always has the opportunity 
to amend the claims during prosecution, and broad interpretation by the examiner reduces the 
possibility that the claim, once issued, will be interpreted more broadly than is justified. In re 
Prater, 415 F.2d 1393, 1404-05, 162 USPQ 541, 550-51 (CCPA 1969) (Claim 9 was directed to 
a process of analyzing data generated by mass spectrographic analysis of a gas. The process 
comprised selecting the data to be analyzed by subjecting the data to a mathematical 
manipulation. The examiner made rejections under 35 U.S.C. 101 and 102. In the 35 U.S.C. 102 
rejection, the examiner explained that the claim was anticipated by a mental process augmented 
by pencil and paper markings. The court agreed that the claim was not limited to using a 
machine to carry out the process since the claim did not explicitly set forth the machine. 
The court explained that "reading a claim in light of the specification, to thereby interpret 
limitations explicitly recited in the claim, is a quite different thing from reading limitations of the 
specification into a claim/ to thereby narrow the scope of the claim by implicitly adding 
disclosed limitations which have no express basis in the claim." The court foxmd that 
applicant was advocating the latter, i.e., the impermissible importation of subject matter 
from the specification into the claim.). See also In re Morris, 111 F.3d 1048, 1054-55, 
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44 USPQ2d 1023, 1027-28 (Fed. Cir. 1997) (The court held that the PTO is not 
required, in the course of prosecution, to interpret claims in appUcations in the same 
manner as a court would interpret claims in an infringement suit. Rather, the "PTO 
applies to verbiage of the proposed claims the broadest reasonable meaning of the words 
in their ordinary usage as they would be understood by one of ordinary skill in the art, 
taking into account whatever enlightenment by way of definitions or otherwise that may 
be afforded by the written description contained in applicant's specification."). 

As such, the Appellant is advocating the importation of subject matter from the 
specification into the claims. However, as explained above, this has been held to be 
impermissible and the claimed invention is not limited to the embodiment as suggested by 
Appellant because none any of the limitations in the claims suggest that manual intervention is 
not permitted. It is further respectfiiUy noted, that the Appellant has also failed to provide any 
definitions for the terms in the claims of record that suggest that manual intervention is not 
permitted. 

Furthermore, even if it is found that the claimed steps must be executed by software, 
Apte teaches that all the recited steps are indeed executed by software (Apte; col. 3, lines 20-42). 
It is respectfiiUy noted that even though user intervention occurs in Apte, the computer system is 
the process that eventually executes all the recited steps electronically. For example, the 
Examiner cited col. 4, lines 33-36 as teaching the claimed step of "selecting a final plurality of 
segment and associated segments from among the alternatives evaluated that satisfy at least one 
of said statistical constraints." In the cited section of Apte, the user interactively experiments 
with fine tuning the eligibility criteria for the final selection of the segments from various 
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alternatives that are evaluated. After the user is done experimenting and decides on a final 
selection, it is the computer system that electronically implements the final selection made by the 
user. As such, it is respectfully submitted that Apte teaches that all the claimed steps being done 
by software, albeit some of them being executed after manual intervention. 

(C) On pages 7-10 of Appellant's brief. Appellant argued the "actual premium" is the amount 
actually paid by the client for the insurance product and the "actual pure premium" describes the 
premium at which the expected claims payout actually does equal the premium charged, in 
reference to claims 1-20. The appellant further argues the cited passages of Apte clearly instruct 
the user to evaluate the estimated pure premium of that segment, not the segment itself. The 
Appellant additionally argues that the Examiner is actually relying upon "estimated pure 
premium" as being the "statistical constraint." 

In response to Appellant's first argument, the Examiner respectfully submits that the 
cited passages given by Appellant clearly support the Examiner's position. First, Appellant cites 
col. 1, lines 30-34 of Apte as explaining the distinction between "actual pure premium" and 
"actual premium'" The cited passages explicitly state that "one approach to ensure this is to 
estimate the "pure premium" of each policy holder (the premium at which their expected claim 
payout equals premium charged). If the average pure premium across an entire book of business 
is equal to or less than the actual premium that goes with the product, then the business is 
essentially operating at a safe level." It is respectfully submitted, that the cited passage does not 
suggest that "actual pure premium" describes the premium at which expected claims payout 
actually does equal the premium charged as claimed by Appellant. A fair reading of the cited 
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passage would suggest that an estimate of the pure premium (i.e., estimated pure premium) is 
compared to the actual premium. The cited passage by the Examiner states that "the end user 
can now examine each of these segments and their estimated pure premiums. For example, if the 
product's actual premium is $350, and segments that fall within the eligibility list and whose 
estimated pure premiums are significantly higher than this figure are candidates for exclusion 
from the product." (Apte; col 4, lines 28-33). As such, the cited passage reaffirms that 
estimated pure premiums of segments are evaluated against an actual premium (i.e., statistical 
constraint) to select a final plurality of segments. As indicated by Appellant, the Examiner 
maintained that the cited passage of Apte clearly suggested the "statistical constraint" having a 
value of $350 and was not predicted but entered by the user as the desired quarterly premimn 
(Apte; col. 4, lines 9-16 and 28-33) 

It appears the confiision in the distinction between "actual pure premium" and "actual 
premium" comes from the Examiner's inadvertent mistake of stating the Examiner interprets the 
"actual pure premium" to be a statistical constraint. However, it is respectfiiUy submitted, that as 
pointed out by Appellant on pages 8 and 13 of Appellant's brief, the cited passages by the 
Examiner in reference to all the independent claims of the present application use the term 
"actual premium" and not "actual pure premium." As such, it is respectfiiUy submitted that lack 
of the term "actual pure premium" appearing in any of the cited passages and the Appellant's 
awareness of such a fact makes the inadvertent mistake harmless. Furthermore, as pointed out 
by Appellant on pages 8 and 13 of Appellant's brief, the Examiner has indicated throughout the 
record the Examiner has interpreted the variable that had a value of $350 as the "statistical 
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constraint." It is respectfully noted, that in Apte the only variable having such a value is the 
"actual premium." 

In response to Appellant's argument that the cited passages of Apte clearly instruct the 
user to evaluate the estimated pure premium of that segment, not the segment itself, it is 
respectfully noted that the claim language at issue states "evaluating at least one generated 
segment to determine whether it satisfies one statistical constraint." As such, it is respectfully 
submitted that the claims do not indicate how the segments should be evaluated just that they 
should be evaluated. Therefore, the Examiner maintains that evaluated the estimated pure 
premium of a segment clearly reads on "evaluating at least one generated segment." 

In response to Appellant's argument that the Examiner is actually relying upon estimated 
pure premium as being the statistical constraint rather than actual pure premium, it is respectfully 
submitted as shown above and incorporated herein, the Examiner has interpreted the actual 
premium having a value of $350 in the cited passage of Apte as the "statistical constraint." 

(D) On pages 10-11 of Appellant's brief. Appellant argued that should the Examiner v^sh to 
maintain that one of ordinary skill in the art would interpret "actual pure premium" as a 
"statistical constraint", the Examiner would have to provide a reasonable reference supporting 
that allegation, in reference to claims 1-20. 

In response, the Examiner respectfully first notes that the Appellant has not provided a 
specific definition of "statistical constraint" that is supported by Appellant's specification. 
Additionally as stated in MPEP § 2106, "any special meaning assigned to a term "must be 
sufficiently clear in the specification that any departure fi*om common usage would be so 
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understood by a person of experience in the field of the invention." Multiform Desiccants Inc, v. 
Medzam Ltd., 133 R3d 1473, 1477, 45 USPQ2d 1429, 1432 (Fed. Cir. 1998). If an applicant 
does not define a term in the specification, that term will be given its "common meaning." 
Paulsen, at 30 F. 3d 1480, 31 USPQ2d at 1674. If the applicant asserts that a term has a meaning 
that conflicts with the term's art-accepted meaning, Office personnel should encourage the 
applicant to amend the claim to better reflect what applicant intends to claim as the invention. If 
the application becomes a patent, it becomes prior art against subsequent applications. Therefore, 
it is important for later search purposes to have the patentee employ commonly accepted 
terminology, particularly for searching text-searchable databases." 

As such, the Examiner maintains giving the term "statistical constraint" its common 
meaning, and, as such, Apte's actual premium clearly is a statistical constraint. As explained 
above and incorporated herein, Apte's actual premium has a value of $350 in the cited passage 
and therefore clearly is statistical in nature. Furthermore, a constraint is defined as the "state of 
being checked or restricted" (See definition of "constraint" Webster's dictionary 10^^ edition, 
page 248, attached at the end of the Examiner's Answer). As such, it is respectfully submitted 
that Apte's actual premium that is used to evaluate the generated segments and restrict which 
segments are included in the final plurality of segments, is clearly a constraint. Therefore, the 
Examiner maintains that Apte teaches a "statistical constraint." 

(E) On pages 1 1-13 of Appellant's brief Appellant argued that the Examiner has flatlv 
rejected the interpretation of "the actual pure premium" to mean "the actual predicted value of 
the pure premium", in reference to claims 1-20. 
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In response, the Examiner respectfully notes that the Examiner first never cited col. 3, 
line 65 to col. 4, line 1 in its rejection of any of the independent claims. Therefore, the Examiner 
maintains as shown on Appellant's brief on pages 8 and 13, the Examiner was clearly referring 
to the term "actual premium" as the statistical constraint. As such, it is respectfully submitted 
the Examiner has not rejected any interpretation of the term "actual pure premium." 

For the above reasons, it is believed that the rejections should be sustained. 

Respectfully submitted, 
Milan Kapadia 
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